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DETAILED ACTION 

Priority 

1 . Acknowledgment is made of applicant's claim for foreign priority under 35 
U.S.C. 119(a)-(d). 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 

3. Claims 1-4, 8 and 10-1 1 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Nguyen (US 6, 177, 182 Bl). 

Regarding claims 1-4, 8 and 10-11, Nguyen discloses a thermally reactive new infrared 
absorption polymer comprising an infrared absorption chromophoric moiety comprising 
derivatives of indole cyanine dye and benz[e]-indole cyanine dye, which is bonded to the 
backbone of an alkali-soluble phenolic resin. See column 3, line 40- column 5, line 14. Further, 
Nguyen discloses indole cyanine dye such as ADS810PO and benz[e]-indole cyanine dye such 
as ADS805PO, which meets the limitations of the instant application of salts of indole cyanine 
dye and benz[e]-indole cyanine dye. (See examples 5 and 14). Nguyen discloses a heat sensitive 
positive working lithographic printing plate precursor comprising a substrate and a layer coated 
thereon, wherein the layer comprises the near infrared absorption polymer. See example 1 8 and 
claim 4. Also, Nguyen discloses a process of manufacture of a heat sensitive positive working 
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lithographic printing plate precursor, said method comprising: a) imagewise exposing the 
printing plate precursor with a near-infrared laser emitting at between 780 and 850 nm (example 
16); and b) developing the precursor in a developing solution to remove the exposed areas. See 
reference claims 11-12 and examples 23-24. Also, Nguyen disclose the drying the coated 
substrate coated at 80°C to give the plate precursor. See example 17. 

Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

6. Claims 5-7, 9 and 13-15 are is rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nguyen (US 6, 177, 182 Bl) as applied to claims 1-4, 8 and 10-11 are above. 

Regarding claims 5-6 and 13, Nguyen does not explicitly disclose the number ratio of 
indole cyanine dye to benz[e]-indole cyanine dye is comprised in the range of 1 : 1 to 1:5. 
However, Nguyen recognizes that a mixture of two different cyanine dyes can be combined at 



Application/Control Number: 10/599,657 Page 4 

Art Unit: 1795 

different weight ratios. See example 16. Further, Examiner notes a person skilled in art would 
readily identify the number (molar) ratio of the cyanine dyes presented in the infrared absorption 
polymer is too large or too small would affect the stability of the coating substrate of the printing 
plate. The number ratio is therefore optimizable. It would have been obvious to one of ordinary 
skill in the art at the time of the invention to modify/optimize the cyanine dyes to yield desired 
number (molar) ratio. Discovery of optimum value of result effective variable in known process 
is ordinarily within skill of art. In re Boesch, CCPA 1980, 617 F.2d 272, 205 USPQ215. 

Regarding claims 7 and 14, Nguyen does not explicitly disclose the number ratio of the 
total pendent IR chromophoric moieties relative to the parent alkali-soluble resin is comprised in 
the range of 1 :30 to 1 :5 or 1 :50 to 1 :3. However, Examiner notes a person skilled in art would 
identify the number ratio of the total pendent IR chromophoric moieties relative to the parent 
alkali-soluble resin is too large or too small would affect the stability of the coating substrate of 
the printing plate. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify/optimize the total pendent IR chromophoric moieties relative to 
the parent alkali-soluble resin to yield desired number (molar) ratio. Discovery of optimum 
value of result effective variable in known process is ordinarily within skill of art. In re Boesch, 
CCPA 1980, 617 F.2d 272, 205 USPQ215. 

Regarding claim 9, Nguyen does not explicitly disclose a positive printing plate 
precursor, wherein the dry coat weight of the coating layer comprising the near infrared 
absorption polymer is in the range 1.4-1.9 g/m 2 . However, Nguyen discloses a dry coating 
weight of 2.0 g/m 2 . Therefore, it would have been obvious to one of ordinary skill in the art at 
the time of the invention to recognize that the dry coat weight of the coating layer is 2.0 g/m 2 
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(reference) and 1 .9 g/m 2 (instant application) are closely related and therefore would be 
expected to perform in the same manner. The same results of the coating layer having a dry coat 
weight of 2.0 g/m 2 as would be expected from the coating layer having a dry coat weight of 1 .9 
g/m 2 . Titanium Metals Corp. v. Banner, 778 F.2d 775, 227 USPQ 773 (Fed. Cir. 1985) (citing 
In re Petering, 301F.2d 676, 682, 133 USPQ 275, 280 (CCPA 1962)) (MPEP 2131.03). 
7. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Nguyen (US 
6,177,182 Bl) as applied to claims 1-4, 8 and 10-11 are above, and further in view of Tao et al. 
(US 6,939,663 Al). 

Regarding claim 12, Nguyen does not explicitly disclose the resin is a novolak resin. 
However, Tao et al. disclose a method for forming a positive working lithographic printing plate 
comprising a layer of an imageable coating over a substrate, wherein the imageable coating 
composition comprises of a novolak resin. See column 5, lines 36-52. Therefore, it would have 
been obvious to one of ordinary skill in the art to modify the resin of Nguyen as a novolak resin, 
because Tao et al. disclose the novolak resins are thermoplastic commonly used in lithography 
and allows for on-press development. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHANCEITY N. ROBINSON whose telephone number is 
(571)270-3786. The examiner can normally be reached on Monday to Thursday: 7:30 am-6:00 
pm eastern time. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cynthia Kelly can be reached on (571)272-1526. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Chanceity N Robinson/ 
Examiner, Art Unit 1795 

/Cynthia H Kelly/ 

Supervisory Patent Examiner, Art Unit 1795 



